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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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Claim Rejections -55 USC §112 
The following is a quotation of the second paragraph of 35 US.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 12 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 
Claim 12 is indefinite because, although the claim recites a conposition having a refractive index, it is 
known in the art that it is the cured composition that would have the recited refractive index. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 18-23 are rejected under 35 U.S.C. 102(b) as being anticipated by Fong et al (5,932,626) 
disclose compositions for optical products comprising an alky-substituted brominated phenolic ester 
(meth)acrylate (columns 5-8). Fong et al disclose unsubstituted arylether (meth)acrylates, such as 
phenoxyethyl acrylate, and multifunctional (meth)acrylates, such as ethoxylated tetrabromobisphenol A 
diacrylate or modified epoxy acrylates, and brominated monomers such as pentabromophenylacrylate 
(column 9, line 40, to column 10, line 26). Photoinitiators are taught for phtopolymerizing the disclosed 
compositions. Thus Fong et al disclose compositions comprising species of monomers corresponding to 
those in the instant claims . Fong et al also teach using amounts of the monomers within the ranges set 
forth in instant claim 22. 
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Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Claims 1-15 and 18-23 are rejected under 35 US.C. 103(a) as being unpatentable over 
Fukushima et al (6,206,550). Fukushima et al disclose compositions comprising a compound of formula I 
and 20 to 80 parts by weight of other (meth)acrylate confounds and a photoinitiator, such as an 
acylphosphine oxide, for preparing a lens sheet (columns, lines 7-1 1). The multifunctional (meth)acrylate 
B-l taught in column 5 and claim 1 1 corresponds to several species of the instantly claimed 
multifunctional (meth)acrylate. Fukushima et al teach adding an arylthioether (meth)acrylate of formula 
V or VI in column 7 as component B-2 or an arylether (meth)acrylate of formula III in column 6 as B-2. 
Fukushima et al teach weight percents that overlap the ranges instantly claimed. It would have been 
obvious to one skilled in the art at the time of the invention to provide compositions comprising 
components selected form those taught by Fukushima et al corresponding to the components set forth in 
the instant claims and in amounts within the instantly claimed ranges because such compositions are 
taught by Fukushima et al as being useful for providing high refractive index lens sheets. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in 
public policy (a policy reflected in the statute) so as to prevent the unjustified or inproper timewise 
extension of the "right to exclude" granted by a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed Cir. 1993); In re LongU 759 
F.2d 887, 225 USPQ 645 (Fed Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and/n re Thorington f 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to overcome 
an actual or provisional rejection based on a nonstatutory double patenting ground provided the 
conflicting application or patent is shown to be commonly owned with this application. See 37 
CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal disclaimer. 
A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

Claims 1-24 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-18 of U.S. Patent No. 6,833,391. Although the conflicting 
claims are not identical, they are not patentably distinct from each other for the following reasons. The 
claims of US '391, although not identical to the instant claims, set forth compositions comprising the 
same conponents or species of the same components as are set forth in the instant claims. With respect to 
claim 1, It would have been obvious to one skilled in the art at the time of the invention to select only the 
thio species of the arylether (meth)acrylate monomers set forth in claim 18 of US c 391. With respect to 
claim 18, It would have been obvious to one skilled in the art at the time of the invention to provide 
con^ositions comprising the components set forth because these compositions are set forth in claims 1 
and4ofUS '391. 

Claims 1-24 are provisionally rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 8-18 of copending Application No. 10/897,364 [US 
2005/0049376]. Although the conflicting claims are not identical, they are not patentably distinct from 
each other for the following reasons. Claim 8 of '364 in combination with claim 10 and claim 1 1 sets 
forth compositions comprising the (meth)acrylates set forth in the instant claims and a photoinitiator. The 
coirprising language of the instant claims encompasses the additional monomers, such as the compound 
of formula (I) in claim 8. Thus the instantly claimed compositions are an obvious combination of the 
(meth)acrylates set forth in the claims of '364. 

This is a provisional obviousness-type double patenting rejection because the conflicting claims 
have not in fact been patented 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 

Fong et al (5,908,874) disclose compositions conqmsing an unsubstituted phenoxy acrylate 
monomer (FIG 1), a multifunctional methacrylate monomer (see FIG 2 , RDX 51027) and a 
tribromophenoxy (meth)acrylate monomer (FIG 3). Fong et al teach radiation curing with ultraviolet 
light, but do not mention adding a photoinitiator. 

Rot et al (5,479,555) disclose photocurable compositions comprising a multifunctional 
methacrylate monomer, compound (I) in column 3, lines 25-66, that differs from the instantly claimed 
multifunctional (meth)acrylate by containing ester groups linking the brominated aromatic group R4 to the 
acrylate end groups, an unsubstituted phenoxy (meth)acrylate of formula IV in column 4, lines 40-55, a 
brominated phenyl (meth)acrylate monomer, compound IV in column 4, line 40, to column 5, line 10, 
and a photoinitiator. 

Fukuda et al (4,721,377) disclose compositions for forming highly refractive plastic lens. 
Brominated (meth)acrylates and multifunctional (meth)acrylates are taught. See formula VI. 

Nishio et al (5,714,218) disclose radiation curable compositions comprising brominated 
(meth)acrylates for optical articles. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Susan W Berman whose telephone number is 571 272 1067. The examiner can normally 
be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, James 
Seidleck can be reached on 571 272 1078. The fax phone number for the organization where this 
application or proceeding is assigned is 571 273 8300. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http ^/pair- 
direct. uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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